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REMARKS 

Summary nf the- T nve ntion 

Privately held compares typically launch a public stock offering, called an "initial public 
offering" (or «IPO»), to raise needed capital to expand their businesses. Traditionally, the 
company mounting the IPO sets an initial price (the «1P 0 price) at which the stock will be 
Offered to the public. Oftentimes, however, the price at which the share, trade on the open 
market after the initial offering greatly exceeds the H>0 price. The offering company, however, 
does not realize the additional capital associated with the enhanced share price of J* stock. 
Rather, the capital raised by the offering company is limited to the number of shares offered at 
the IPO price Cess the underwriter discount) during the subscription stage of the offering. The 
difference between the aggregate value of the shares after the IPO and the capital raised by the 

additional money the company could have raised if the IPO price had better reflected the market 

demand for the stock. 

The present invention presents « solution to m Accon)fag ^ Qf 

number (two „ r more) of serial stages. As such, one offering (e. & , an ipo, with the men™, of 

by ft. company in the firs, stage. Tien, after a "predetermined tmd predisclosed" trading 
interval 4. ^ stagc ^ ^ ^ ^ ^ ^ ^ ^ 

tobe„ffered M p«ofd 1 eIPO.a„dso 0 n.™e Mtagto ^ aIm a yb o,forexamp 1 e,an^ 

the company ra issue a revised offering prospectus if the tiding interval is too long). 
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The offering price of me shares offlered by the company in ^ ^ may m ^ 

tie second stage may be equal to the dosing price at the ^ of ^ ^ ^ ^ 
first and second stages. In tot way, the amount of money left on the able by the issning 
company may be reduced. For esample, suppose m ksiune plms a ^ m (m m 

shares of Ms stock to the public in an «>. With the present invention, it could, for exam* 
issue 5,000,000 in the first sage and issue 5,000,000 in the second sage one day later. If the 
offeriugprice for the firs, sage was $10 and the closing price a, fee end of the first day was $20, 
die issuing company would collect $150,000,000 in teal proceeds from the two offering stages ' 
(computed asSiO/sharetimesS.OOO.OOOshares for Sage 1 and S2 0/share rimes 5,000,000 shares 
for Sage 2). !n contrast, using conventional rpo structures, the issuing company would only 
collect $100,000,000 (computed as $10/share rimes W.000,000 shares). More man two sages 

stages may be used. 

Importantly, the particulars of the serially staged offering may be disclosed beforehand 
(e.g., before commencement of the first offering stage) by the issuer so ft* investors are 
apprised of the offering structure. Tnis disclosure includes, for example, (1) the number of 
stages, (2) the time period between each stage, (3) the number of shares issued at each stage, (4) 
theofferingpriceorthem^ 

the offering price for the subsequent stages will be determined. 
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Section 11? |l R^faf.^ 

Claims 1-26 were rejected under 35 U.S.C. SI12.fl because the dates, according ,„ 
to Office, contain subject matter which i s no. described in such a way as to reasonably convey 
.0 one *Ukd in to relevant art that to inveufor, a. to time to apphcation was filed, had 
possession of claimed invention. Specifically, to Office stiues mat to word "initial" in to 
claims "does not have support m to original specification and claims. . ." Office Action, f 2, p.2. 

An applicant shows possession of to claimed invention by describing to claimed 
invention with al, of its limitations using such descriptive means as words, strucrores, figures, 
diagrams and formulas tot fully set forth to claimed invention. See MPEP § 2163.02. 
Moreover, there Is no in Haec ^requirement for to daim language. &.MPEPJ2UB. In 
this case, it is clear Horn a reading of to specification that to inventor possessed to aspect of 

First, to specification describes the invention as a solution to to underpricing problem 
associated wimlTOs. See , g ... specification, p. 5, lines 6-S C Tne stock offering metods of to 
present invention represent an advancement over prior IPO models because toy reduce to 
amount of money left on to able by to offering company/*rnphasis added); p. 8, h n es 15-17 
PH. method 8 of ». p rK =n, Mention provides an advantage over to »aMon<aiPO method 
and to Dutch auction metod because it reduces to amount of money left on to table for to 
offering company") (emphasis added). Thus, i, would be dear to a person sailed in to art rha, 
to invention could be used for an initial public offering. 

Second, there is 6VC n support in to specification for to notion to. to invention 

could be usad as part of an initial public offering. For example, at p. 13, lines 14-15, to 
company performing the method of to invention is described as company U,«ncHin g me 
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WO..." Si*, at page , 3> lines ,o. 20i „ mlx ^ am of fte offeringis ^ fe 

^mentioned step is list ed as -„« comply toc «„^ eira(!isclosing „ ^ rf ^ 
in the art pertaining , 0 present mvMioil ^ ^ ^ ^ ^ ^ ^ ^ ^ 

Weed, the present application n^esaatpoin, at page l.line 15-16. Tins, the spedfication, 
indudtag the above-mentioned passages, would convey to . person of reasonable skill in the art 
that a. inventor possessed the claimed invention at the time ft. 8 pp licatio n was aled . About 

this there can be no question. 

Accordingly, applicant submits that claims 1-26 satisfy 35 U.S.C. § 112,11,** is, 
without further amendment. TWore, the rejection should be withdrawn. 

Section 112.^2 Rftj^rin^ 

In addition, each of the pending claitns 1-26 were rejected under 35 U.S.C. § 1 12, f 2 as 
being indefinne for feUing to P^c^^^^^^^^^ 
regarded as the invention. Specifically, the Office indicates that the term "initial" in 'initial 
public offering" is unclear and creates confusion since, according to the claims, the offering 
occurs in multiple stages. * 

As described above, in the present invention, a single offering (eg., an initial public 
offerin^occursinmultiplestages. Each aageispart of fcesingre offering. What makes the 

a Mow-on offering, is that the parficula* of each stage is disclosed opto,. Hat is, in 
*e present invention, as se, forth in claim ! for exa^le, there is a "predetermined and 

offering of the festportion of the shares, the interested investors wil! know exacuy when the 
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-end * of shares ^ ta offerei rae ^ ^ ^ ^ ^ ^ 

pnee of fcc ta. offered ta second ^ ^ be detemined) jn ^ ^ ^ ^ ^ 

o ff ^ g s ae eco m ne DC e s . fteinv « tors ^ taow(0howmmys ^ TOoffercd . iiKich 
"age, OQ t. to. ^ ^ „. ^ ^ w ^ ^ ^ of tte ^ offirKj ^ ^ 
«co*d sfcge ^ be ae^od. ms is ^ „ ^ ^ ^ ^ 

—V a SHU in the „ W0UU fte SU „. M ^ ^ ^ ^ 

b to preset ioventa data., 4. ptas e ^ ^ ^ fa 

_ te of te c„ mpaoy „ to ^ ExMjjt fat ^ ^ ciajmed ^ ^ 

comprises™,^ stages. Ws^ade dear by .hereof date , (anddaim 15 to 
ofterindepeo^^.^^^^^^^^^^^^ 

l-O^o stages. Oneoa^^,,,^^ ^ fc^,^,, ^ 
no^co^o^a^^^^^^^^^^^^^ 

o.^.especi^taHgh.ofU.especifloa^. liu, appKea- sob™. « da^ ,. 26 ^ 
t****-**—***^^ Acconiingly , te§ 1I2 , 12 ^ odonsl]ouId 
be withdrawn. 



Section if* P^ tinn hTKr(1 Qn Madft . n 

Claims l^wererejectedasbeingobviousoverMacklin. ^ Office previously 
reject * e claims „ obvious _ ^ ^ ^ ^ ^ ^ ^ ^ 

rescission of the Macklin obviousness reieoti™ a*™* • 

oviousn rgeCtlon ' Ae 0ffice « estopped from reasserting that the 
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clataareobviousover Macklin. ,208.02 (e^er may otuy reopen prosecution 

ffled,or^p ros ^ on , ortynTO ^ for ^ oncanbeusedta(iMnowreo ^ 
■»«*». For this reason alone, the Macklin ^ ^ 

Furthermore, the Macklin S103 rejection should be withdrawn because the Mackin 
reference does not teach or suggest all of the limitations of the data. See MPEP § 2143.03 
CTo rnM*^** obviousness of a Cairns invention, al, the data .imitations must be 
•augntor suggested by theprior arO Macklinteaches .primary offering^ ffo) where ^ 
of a privacy held company are offered to pubhc invest. ju, is to convention* IPO 
•Unique. Macklin, however, fails to teach or suggest an IPO offering structure having Qj>o 

subsequent) offering stage is disclosed prior to the first offering stage. 

He Office erroneously says, at page 5 of the Office Action, that these features of the 
independent claims (claims , and 15, are taught in the second paragraph of page 103ofthe 
Maddin retWe. TT^pa^h of Macklta discusses a "seasoning strategy." As gained in 
applicant's appeal brief, mis portion of the Macklin reference ft* ,o teach or suggest all of the 
Imitations of the independent claims for the following reasons: 

• nm. the follow-on offering discussed in Macklin is no, part of an initial public 
offering, as required by claim 1. Rather, i, is a second offering after the company 
has already become public. Indeed, tie cited paragraph talks about "sectoring" 
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the follow-on offering once the IPO has been completed. See Macklin at 1 03. In 
addition, in the example given in the Maeklin reference, Macklin sfctes that Octel 
Ccmunumeations (^rporauon "completed first technology TP O" and then 
subsequently "competed a follow-on offering" U (emphasis added). In other 
words, Macklin makes clear tha, tie so-called fbllow-on offering is performed 
after the IPO is complex Thus, Applicant submits it is clear from the Macklin 
reference that the follow-on offering referred to in Macklin is „ ot par, of an IPO. 

• Secant, even assuming that the follow-on offering in Macklin constitutes the 
second offering in claim 1 (an assumption to which the applicant does no. agree, 
as stated above), Macklin does no. disclose that the second oflenng occurs a 
V"***"** *** ^ «- P-tad (i.,., the "first trading interval") 
after tie firs, offering, as recited in claim I. Indeed, Macklin gives no indication 
and, therefore, fails to teach or suggest that potential investors are apprised of the 
timing of to foUow-on offering prior to the initial offering in the MaCdin 
"seasoning strategy." This notice feature is simply not discussed in or 
contemplated by Macklin. Weed, the Office does even attempt to poi„, ou , 

where the predetermined and predisclosed" trading interval is even discussed in 

Macklin. 

• IMr di as mentioned above, Macklin does not disclose that thepricing 
procedure for the shares 1SS ued » * e s ^ nd (and subscquent) offering stages . § 
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Therefore, MacUin does „„, teach or ^ a o( ^ ^ of ^ t 

»d 150f the present flfcta Consa.uenfly, the S ,03 Macklin rejection should be 

withdrawn, 

H» Office , s reminded that in responding .o this response rha, the mere fact ,ha, a 
rcf ^«-*™*fi*<W render the re^^ 

^osngg^.hedesirabiH.yof.he.nodincanon. oXMPEP^.O.. Tnus, the Office in 

where the n^ng intervai between the stages is pruned and predisclosed, or e.se the 
Office must aUow the claim,, Also, the Otnce is reminded tha, hindsight based on apphcant, 
*sclosure is impermissibie in determining whefcer the dairns are obvious. See MPEP § 2 ,42 

ActaKseepage H) ach^y demonstrates the TO „obv, OMn ess of fte ctoed invention Each 
of these s* (6) cited references describes the under pricing-probiem wim fPOs, bulmhm . . 
U.S. Pat 6,629,082 „ Hmbncht _ sa ^ M ^ !L ^ ^ ^ ^ ^ ^ 

- SO. this soiution is worthy of apatent, so is the soi^on of the present invention. No. 

vanous stages of the serial offering. 

Applicant is no, others, conceding the correctness of the rejections with respect to any 
of thedependen, Cairns in the apphcanon thereby reserves therigh, to fflake 
arguments as may be necessary because additiona, tW of ^ datas ^ ^ 

from the cited references, taken aione or in combinano, A defied discussion of these 
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differ „ « to be ^ difWes ^ ^ 

independent claims pointed out above. 



New Claims 

Applicant has also herein added new claim.! Oi « xr - j 

cu new claims 27-33. New independent method claim 27 
does not use tiie word "initial" Therefore, thr * i n ■ 

merefore, the § 1 12 rejections mentioned in the Office Action 

- .oo, ^ to fcese claims . Forta , fe ^ ^ ^ ^ ^ ^ ^ ^ 

„ri OT * tet s ^ fc &nowfag , ^ o) ^ nimb& ^ ^ to ^ ^ 

- *e W te ae ofitog ^ _ fc ^ ^ ^ ^ ^ ^ ^ ^ ^ 

direct public offering). 



Conclusion 

In view of the aW, A^can, ^ ^ ^ 
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may be expeditiously addressed. 



Respectfully submitted, 



Date: 
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